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Background 

 

1.  Roundelwraps Ltd (“the registered proprietor”) filed application no. 6095483 for a 

registered design for badge decals in Class 19, Sub class 8 of the Locarno 

Classification (Stationery and office equipment, artists’ and teaching materials/Other 

printed matter) on 21 July 2020. It was registered with effect from that date and is 

depicted in the following representation: 

 

 
2.  On 2 July 2021, Mr Bogdan Isac applied for the registered design to be invalidated 

under section 11ZA(1A), (2), (3) and (4) of the Registered Designs Act 1949 (“the 

Act”). Under each of these grounds, he sought to rely on an earlier design with a 

registration date of 18 June 2016 (No. 5003448). On 18 August 2021, the Registry 

requested clarification as to the identity of the applicant as Mr Isac had given both his 

own name and that of Superwrappz Limited, of which he was the Director. The 

Registry also identified a number of deficiencies with the pleadings. The substance of 

the letter is reproduced below: 

 

11ZA(1A) 

 

In order to make a claim under the above Section, it is necessary for you to 

be the proprietor of an earlier filed design which was made available to the 

public on or after the publication date of the design you are challenging. 

 

The design you are challenging was registered on 21 July 2020. The design 

you are relying on was made available to the public in 2016. As you are 

relying on a design which has been made available before the application 
date of Design 6095483 this provision does not apply to you. 

 

To be successful a claim under this ground would also need to show that 

the design being applied for is not new and does not have individual 
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character when compared to another design that has been made available 

to the public. 

 

If you can provide the registry with an image of a design that has been made 

available to the public prior to the filing of the design you are challenging, 

that also meets the criteria given above, you may wish to consider S1B. 

 

11ZA(2) 

 

A claim under 11ZA(2) is a claim that you are the proprietor of the design. 

You have stated that the proprietor has copied your designs, but have not 

explained why you should have been recorded as the owner of this design. 

 

To proceed with this claim the registry would need to know why you should 

be recorded as the owner of this design number. 

 

As this claim can only be brought by the person that should be the owner, 

the registry would also need clarification as to who the proceedings were 

being brought in the name of as requested above. 

 

11ZA(3) 

 

A claim under 11ZA(3) is that you are the owner of an earlier distinctive sign. 

To support this claim you would need to provide details of the earlier 

distinctive sign that you have used. A sign would usually mean something 

that acts as a badge of origin to demonstrate who is providing a product or 

service. 

 

To support this claim we would need to see a copy of the earlier distinctive 

sign that you own and be told when and where it was used. 

 

As this claim can only be brought by the person that is the owner of the 

earlier distinctive sign owner, the registry would also need clarification as to 
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who the proceedings were being brought in the name of as requested 

above. 

 

11ZA(4) 

 

11ZA(4) is a claim that you have work protected by the law of copyright and 

you are the copyright holder. To support this claim the registry would expect 

to be provided with the following information. 

 

• What the work relied on is, including a representation of it. 

• Who created the work and when it was created. 

• The nationality of the author (or if the author of the work is a corporate 

body where the corporate body is incorporated) at the time the work 

was created. 

• If domicile/residence of the author is relied upon, where the author 

was domiciled/resident at the time the work was created. 

• If the publication of the work is relied on, where the first publication 

of the work took place and when. 

• Who the current owner of the work is and, if such a person is not the 

author, by what method ownership transferred. 

 

You may therefore wish to review the claims available on the form to 

determine if you have picked the most appropriate claims. It is noted that 

you have given the same response for each section of the form. For each 

section of the form you complete you should provide the information 

requested to support the specific claim being made. 

 

A date of 8 September 2021 has been allowed for you to respond.” 

 

3.  Mr Isac filed an amended Statement of Case on 23 September 2021. He confirmed 

that the application was being brought by SuperWrappz Limited (henceforth “the 

applicant”). He relied on section 11ZA(2), (3) and (4) of the Act and supplied copies of 
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ebay listings and product descriptions. The Registry wrote back to him on 15 October 

2021, requesting the information specified in the earlier letter. 

 

4.  A further amended Statement of Case was filed on 20 October 2021.  Only the 

section 11ZA(3) and (4) grounds remained. With regard to the section 11ZA(3) ground, 

the applicant claimed that: 

 

“the words roundel wraps were used since 21 Jul 2016 in the description of 

SuperWrappz ebay item id 131884779472 which was bought by Lewis 

Campbell. After delivery he copied the words from the description to create 

his copy of our items. The design’s look, feel, get-up is same as our 

SuperWrappz logo at that time.” 

 

5.  In support of this claim, the applicant provided undated screenshots of the item 

bought by Mr Campbell and descriptions of the item, as reproduced below: 
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6.  With regard to the section 11ZA(4) ground, the applicant claimed to be the owner 

of copyright in the ebay listings shown above and in the words “Roundel wrap/wraps”, 

which it claimed were original literary works created in 2016 by Mr Isac, a Romanian 

citizen resident in the UK for 12 years. The applicant then stated that at the time of the 

incorporation of SuperWrappz Limited, Mr Isac entered into a confirmatory assignment 

transferring the ownership of the works from him to the applicant. 

 

7.  The Registry wrote back to the applicant on 13 December 2021. It said that: 

 

“Having reviewed the information provided you have stated that the phrase 

‘roundel wraps’ was used in the description of the product, but have not 

indicated that it has been used as a mark of origin.” 

 

8.  It also said that it considered that the applicant had not provided sufficient 

information to support a claim under section 11ZA(4), as a two-word phrase would not 

constitute a literary work and, while the listings could potentially be a work protected 

by copyright, it was not clear how the registered design at issue was alleged to have 

used those listings. 

 

9.  The Registry’s preliminary view was that neither claim could proceed and that the 

invalidation should be struck out. The parties were given a deadline of 29 December 

2021 to request to be heard, if either disagreed with this preliminary view.  
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The hearing 

 

10.  The applicant requested a hearing, which I held by telephone on 16 February 

2022. The applicant was represented by its sole director, Mr Isac, while the registered 

proprietor was represented by Ross Manaton of Bromhead Johnson LLP. 

 

11.  The purpose of the hearing was to consider whether to uphold or overturn the 

preliminary view of the Registry that the invalidation should be struck out. Mr Isac 

made a number of submissions on the substantive issues and the history between the 

parties which I am unable to take into account in this decision. 

 

12.  I shall refer to specific points made by the parties where relevant in my decision 

below.  

 

Decision 

 

13.  The Registered Designs Rules 2006 contain no provisions on summary judgment 

or strike out. However, it has long been recognised that the Registrar has the power 

to regulate his own procedures provided that he neither creates a substantial 

jurisdiction where none existed, nor exercises that power in a manner inconsistent with 

the express provisions conferring jurisdiction upon the Registrar: see Pharmedica 

GmbH’s International Trade Mark Application [2000] RPC 536 at [541]. In other words, 

the Tribunal has an inherent power to fill gaps where the statutory procedural rules are 

silent, provided that it is necessary and proper to do so. I am satisfied that the Registrar 

has the power to strike out a claim if it has no real prospect of success, discloses no 

reasonable grounds or is abusive. 

 

14.  In Franbar Holdings Limited v Casualty Plus Limited [2011] EWHC 1161 (Ch), 

Proudman J said that a real prospect of success meant “a case that is better than 

merely arguable”.1  

 

 
1 Paragraph 26. 
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The section 11ZA(3) ground 

 

15.  Section 11ZA(3) of the Act states that: 

 

“The registration of a design involving the use of an earlier distinctive sign 

may be declared invalid on the ground of an objection by the holder of rights 

to the sign which include the right to prohibit in the United Kingdom such 

use of the sign.” 

 

16.  A distinctive sign is one that denotes the origin of goods or services supplied under 

it. An example is a trade mark, which enables the consumer to recognise that goods 

or services come from Company A rather than Company B. Mr Isac submitted that the 

phrase “roundel wraps” was used as an unregistered trade mark of SuperWrappz. 

However, he also admitted that the phrase was used to described the products sold 

by his company. Indeed, at one point in the hearing, he said that the products sold 

were “roundel wraps by SuperWrappz”. 

 

17.  A roundel is a small circular decoration, such as a car badge. It is clear from the 

description of the product that it is a vinyl sticker that the user places over the car 

badge to protect it from damage or the elements. The term “roundel wrap” therefore 

describes the use to which it is put. On reading the ebay listings, the public would, in 

my view, understand “SuperWrappz” to be a distinctive sign, but see “roundel wrap” 

as descriptive. 

 

18.  Consequently, I consider that the section 11ZA(3) claim has no real prospect of 

success and I uphold the preliminary view to strike out this ground. 

 

The section 11ZA(4) ground 

 

19.  Section 11ZA(4) of the Act states that: 

 

“The registration of a design constituting an unauthorised use of a work 

protected by the law of copyright in the United Kingdom may be declared 

invalid on the ground of an objection by the owner of the copyright.” 



Page 10 of 11 
 

20.  Section 1 of the Copyright, Designs and Patents Act 1988 (“the CDPA”) defines 

copyright as follows: 

 

“(1) Copyright is a property right which subsists in accordance with this Part 

in the following descriptions of work –  

 

(a) original literary, dramatic, musical or artistic works, 

(b) sound recordings, films or broadcasts, and 

(c) the typographical arrangement of published editions. 

 

(2) In this Part ‘copyright work’ means a work of any of those descriptions 

in which copyright subsists. 

 

(3) Copyright does not subsist in a work unless the requirements of this Part 

with respect to qualification for copyright protection are met (see section 153 

and the provisions referred to there).” 

 

21.  In R Griggs Group Limited & Ors v Ross Evans & Ors, [2003] EWHC 2914 (Ch), 

Mr Peter Prescott QC, sitting as a deputy judge, said: 

 

“Copyright law protects the skill and labour that has gone into the creation 

of an original work. A simple word or phrase, like ‘Dr Martens’, is not capable 

of being copyright, and for two reasons. First, it is not a ‘work’. Secondly, 

and in the ordinary way, its creation does not imply sufficient literary skill or 

labour.”2 

 

22.  The applicant is therefore not able to assert copyright in the phrase “roundel 

wraps”.  

 

23.  The applicant also claims that the ebay listings reproduced in paragraph 5 above 

are copyright works. In contrast to the two-word phrase, the listings could be capable 

 
2 Paragraph 17. 
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of being copyright. The difficulty that the applicant has is that it is not clear how the 

registered design could be said to be a use of a work protected by the law of copyright. 

 

24.  Section 16 of the CDPA details the acts that are restricted by copyright in a work. 

These acts include copying, which is what Mr Isac alleged that the registered 

proprietor had done. Section 16(3) of the CDPA states that: 

 

“References in this Part to the doing of an act restricted by the copyright in 

a work are to the doing of it –  

 

(a) in relation to the work as a whole or any substantial part of it; and 

(b) either directly or indirectly; 

 

and it is immaterial whether any intervening acts themselves infringe 

copyright.” 

 

25.  The only part of the listings that appears in the registered design is the phrase 

“roundel wraps”. In my view, it is not even an arguable, never mind a better than 

arguable, case that a two-word phrase could be a substantial part of the listings. 

Consequently I find that there is not a real prospect of success under section 11ZA(4). 

I therefore uphold the preliminary view to strike out this ground. 

 

Outcome 
 

26.  The application to invalidate registered design no. 6095483 is struck out. 

 

 

Dated this 21st day of February 2022 
 
 
Clare Boucher 
For the Registrar, 
The Comptroller-General 


