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DRAFT RESPONSE


Consultation on draft regulations concerning 
Trade Secrets-IPO Invitational for 16th March deadline

Summary of questions (As Directed by IPO)



Q1. Do you agree that regulations 2 and 3 implement effectively the definitions in 
The Directive?

The draft regulation 2 which concerns definitions of variously: Court; Infringer; Infringing Goods; Trade Secret and; Trade Secret Holder, may benefit from clarity in the following areas:

Court:-Reference may be made to the Patent Court as an identifiably separate camera where such proceedings may be initiated as often connected to patented IP
Infringer:-Person should also be plural and underscore that conspiracy to infringe by combination may give rise to criminal proceedings but arguably should also refer to entity as often infringements are conducted in the corporate name
Infringing Goods: Use of word goods is too narrow as the secret may involve a system, process or method that does not concern goods and indeed may only concern services
Trade Secret:-
a) Is too narrow as it implies goods or physical forms and should be redrafted to include intangibles
b) Commercial or other value as in some cases a secret may need to be either combined with non-secrets to have value and; may have value beyond commerce where it is to be used for public benefit without compensation
c) Acceptable but where a definition of reasonable may improve clarity.
Trade Secret Holder should include legal entity

Q2. What are your views on the rules set out in regulations 4 – 9? 
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Comment:
5 Considered to be reasonable as doctrine of laches may apply, though where discovery of breach has been hindered by secrecy, suppression or trickery, suggested that extension of time limit as an exception where this can be shown.

6 2) c There should be no need to establish loss or damage as the breach of confidence itself should be enough to forestall activity and seek redress, otherwise a waiting game may ensue to determine where such loss or damage has started, whereas action and relief are needed at once to forestall potential loss or damage


Q3. Do you agree that regulation 10 provides the appropriate level of clarity 
and transparency with regard to preserving the confidentiality of trade secrets in proceedings?
 Yes.


Q4. Do you agree that regulation 11 is necessary to ensure that the UK complies with 
Article 10 of the Directive? 
Yes and should include post-operative account of profits and as needs be attachment of any third party bank account pending trial.


Q5. Do you agree that regulation 12 is necessary to ensure certainty and compliance 
with the Directive? 
Yes and where established that a breach has occurred the balance should be struck in favour of the IP Holder where interpretation of these matters is concerned


Q6. Do you agree that regulation 13 is necessary to ensure that the UK complies with 
Article 11(3) of the Directive? 
Yes though a period of 31 days or one calendar month may be simpler


Q7. Do you agree that regulations 14 and 15 are necessary in order to ensure that the 
UK complies with Articles 12 and 13(1) of the Directive?
Yes



Q8. Do you agree that regulation 16 is necessary in order to implement Article 13(3) of 
the Directive? 
The alternative of compensation is undervaluing the claim to the extent action to stop is a practical methodology whereas in commercial circumstances this should be combined with account of profits and damages to recognise the malignancy of actions by the infringer. Accordingly this should be in addition to not in substitution. 



Q9. Do you agree that regulation 17 is necessary in order to implement Article 14 of 
the Directive?
Yes

                                                                       (2)






Q10. Do you agree that regulation 18 is necessary in order to implement Article 15 of 
the Directive? 
Yes publication should have detractive impact


Q11. Do you agree with the overall approach taken to implement the Directive? 
Largely with refinements suggested.


Q12. Do you agree that we have correctly identified all the relevant articles in 
the Directive that need implementing in UK law to ensure the UK complies with 
the Directive?
Further attention to Directive 16 may be needed on sanctions as the Draft is weaker here and anticipates other action than as provided for.
Clarity on facility for emergency injunctive relief and seizures in hands of third parties needed to whom infringing goods passed or by whom use of secret information is used in providing services or otherwise
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