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Note: This sort of assignment might be used, for example, where the Sponsor and the University have reached agreement under Lambert Model Agreement 3 that the University will assign IP in certain Results of research collaboration to the Sponsor.
This Assignment is based on the assumption that the Assignee will pay a one off sum for the assignment of the Patent, but the parties may agree revenue sharing or other payment terms.

THIS ASSIGNMENT HAS NOT BEEN APPROVED BY THE LAMBERT WORKING GROUP; IS INCLUDED IN THE TOOLKIT TO GIVE YOU AN IDEA OF THE PROVISIONS OFTEN INCLUDED IN AN ASSIGNMENT.

DATED





20[   ]

(1) […………………………………………..]

(2)  […………………………………..……..]
ASSIGNMENT

of [UK] patent [Insert No.]

THIS ASSIGNMENT dated [………………………………………………….] 20[   ] is made BETWEEN:

(1)
[……………………………….], whose administrative offices are at [……………………………………………………………………..] (the University); and

(2)
[…………………………………….] [LIMITED], a company registered in [England] under number [……..], whose registered office is at […………………………………..] (the Assignee).

BACKGROUND

The University is the proprietor of [UK] patent number [………………], entitled […………………………………………..] (the Patent), and has agreed to assign the Patent to the Assignee on the terms set out in this Assignment.

1. ASSIGNMENT

1.1 In consideration of the sum of £[insert amount], receipt of which the University acknowledges, the University now assigns to the Assignee  the full and exclusive benefit of the Patent, including the right to recover and take all such proceedings as may be necessary for the recovery of damages or other remedies in respect of all infringements of the Patent, whether committed before or after the date of this Assignment.

1.2 [The Assignee will provide the University with such information that as the University may reasonably request from time to time to demonstrate that the Assignee is exploiting or is taking reasonable steps towards exploiting the Patent.  If the Assignee does not demonstrate that it is exploiting the Patent or is taking reasonable steps towards exploiting it, the Assignee will, if requested to do so by the University, reassign the Patent to the University.  The Assignee will notify the University if the Assignee decides not to proceed with the exploitation of the Patent and will, if requested to do so by the University, reassign the Patent to the University.]

2. FURTHER ASSURANCE

The University will, at the request and cost of the Assignee, execute or procure the execution of such documents and do or procure the doing of such acts and things as the Assignee may reasonably require to enable the Assignee, or its nominee, to enjoy the full benefit of the rights now assigned to it.

3. WARRANTIES AND LIABILITY

3.1
[The assignment in clause 1.1 is made with full title guarantee.] OR [The University warrants to the Assignee that, in relation to the assignment in clause 1.1:

3.1.1
the University has the right to dispose of the Patent and that the University it will, at its own cost, do all that it reasonably can to give the title that it purports to give; and

3.1.2 that the Patent is free from all charges and encumbrances and rights of any third party (except those that the University is unaware or could not reasonably be aware of).]

OR

3.1
[The University warrants as follows:

3.1.1
as between it and its employees and students, it is the absolute and unencumbered owner of the Patent and has caused its employees and students to execute such assignments of the Patent as may be necessary;

3.1.2
it is not aware that any third party owns or claims any rights in the Patent;

3.1.3
it is not aware (but without having carried out any investigation) that any third party owns or claims any rights which would be infringed by use of the Patent.]

3.2
Each of the parties acknowledges that, in entering into this Agreement, it has not relied on any warranty, representation or undertaking except those expressly set out in this Agreement and each party waives any claim for breach of any representation (unless made fraudulently) which is not specifically contained in this Agreement as a warranty.

3.3
[Subject to the warranty in clause 3.1, the][The] University, the University does not give any warranty, representation or undertaking:

3.3.1
as to the efficacy or usefulness of the Patent; or 

3.3.2
that the Patent is or will be valid or subsisting or (in the case of an application) will proceed to grant; or

3.3.3
that the use of the Patent, the manufacture, sale or use of any product that is within any claim of the Patent will not infringe any intellectual property or other rights of any other person; or

3.3.4
that any information communicated by the University to the Licensee under or in connection with the Patent will produce products of satisfactory quality or fit for the purpose for which the Licensee intended; or

3.3.5
as imposing any obligation on the University to bring or prosecute actions or proceedings against third parties for infringement or to defend any action or proceedings for revocation of the Patent; or

3.3.6 as imposing any liability on the University in the event that any third party supplies products within any claim of the Patent to customers located in the territory of the Patent.

3.4
The Licensee is responsible for the design and construction of products under the Patent and the University has no responsibility or liability in that respect.

3.5
Except under[ the warranty in clause 3.1 and ]the indemnity in clause 3.6, and subject to clause 3.9, neither party accepts any responsibility for any use which may be made by the other party of the Patent, nor for any reliance which may be placed by that other party on the Patent, nor for advice or information given in connection with the Patent.

3.6
The Assignee will indemnify the University and every employee[ and student] of the University (the Indemnified Parties), and keep them fully and effectively indemnified, against each and every claim made against any of the Indemnified Parties as a result of the Assignee’s manufacture, use, sale of or other dealing in any product under the Patent, provided that the Indemnified Party must:

3.6.1
promptly notify the Assignee of details of the claim;

3.6.2
not make any admission in relation to the claim;

3.6.3
allow the Assignee to have the conduct of the defence or settlement of the claim; and

3.6.4
give the Assignee all reasonable assistance (at the Assignee’s expense) in dealing with the claim.


The indemnity in this clause will not apply to the extent that the claim arises as a result of the Indemnified Party's negligence, the deliberate breach of any agreement between the University and the Assignee, or any breach of confidence.

3.7
Subject to clause 3.9, and except under the indemnity in clause 3.6, the liability of either party to the other for any breach of this Assignment, any negligence or arising in any other way out of the subject matter of this Assignment, will not extend to any indirect damages or losses, or any loss of profits, loss of revenue, loss of data, loss of contracts or opportunity, whether direct or indirect, even if the party bringing the claim has advised the other of the possibility of those losses, or if they were within the other party's contemplation.

3.8
Subject to clause 3.9, and except under the indemnity in clause 3.6, the aggregate liability of each party to the other for all and any breaches of this Assignment, any negligence or arising in any other way out of the subject matter of this Assignment, will not exceed in total [insert amount].

3.9
Nothing in this Assignment limits or excludes either party's liability for:

3.9.1
death or personal injury;

3.9.2
any fraud or for any sort of liability that, by law, cannot be limited or excluded; or

3.9.3 any loss or damage caused by a deliberate breach of this Assignment or a breach of confidence.

3.10
The express undertakings and warranties given by the parties in this Assignment are in lieu of all other warranties, conditions, terms, undertakings and obligations, whether express or implied by statute, common law, custom, trade usage, course of dealing or in any other way.  All of these are excluded to the fullest extent permitted by law.

4. GOVERNING LAW

This Assignment is governed by, and is to be construed in accordance with, English law. The English Courts will have exclusive jurisdiction to deal with any dispute which has arisen of may arise out of or in connection with this Assignment, except that either party may bring proceedings for an injunction in any jurisdiction.

IN WITNESS whereof the University has executed this Assignment as a Deed the day and year first above written.

THE COMMON SEAL OF 

[……………………….] was

hereunto affixed in the 

presence of:
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