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RESPONSE TO CONSULTATION ON
ARTIFICIAL INTELLIGENCE and INTELLECTUAL PROPERTY

FICPI-UK

FICPI-UK is a self-governing national association of FICPI (The International
Federation of Intellectual Property Attorneys). We represent the interests of our
members who are intellectual property attorneys (patent attorneys and trademark
attorneys) working in private practice (i.e. in firms that have more than one client) in
the United Kingdom, as well as of their clients.

We have over 80 members representing over 25 leading IP firms spread across the
UK, and members’ clients vary from large international organisations, UK PLCs,
Universities and Charities to Small and Medium Enterprises and sole inventors.

FICPI International was founded over 100 years ago, as the international
representative association for IP attorneys in private practice throughout the world,
with about 5,500 members in 86 countries and regions, including Europe, China,
Japan, South Korea and USA.

FICPI aims to study all administrative or legislative reforms and all improvements to
international treaties and conventions, with the object of facilitating the exercise by
inventors and IP owners of their rights, of increasing their security, and of simplifying
procedure or formalities.

In pursuance of this aim, FICPI strives to offer well balanced opinions on proposed
international, regional and national legislation based on its member’ experience with a
great diversity of clients having a wide range of different levels of knowledge,
experience and business needs of the IP system.

FICPI is pleased to have the opportunity to provide input on the “Open consultation
Artificial intelligence and intellectual property: call for views” — these submissions are
based on the collected input from our Work & Study Group, and reflects the positions
FICPI International has taken in other consultations on Al.

Response to Patent Questions Only

DEFINITIONS

- “CGI” refers to a computer-generated invention, i.e. an invention made by an artificial
intelligence (Al) entity running on a computer. CGl should not be confused with “Cll”, defined
below.

- “Cll” refers to computer implemented inventions, i.e., inventions related to the operation or
use of a computer. CGl and Cll should also be distinguished from “Al Invention”, defined

below.
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- An “Al Invention” refers to an invention related to the structure, architecture or other
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features of an Al system, which term can be prone to misunderstandings.
- “Fictitious inventor” refers to a natural person who would, under current legal standards,
not be regarded as inventor, but will be defined as inventor for a CGl under special to be

defined standards.
INTRODUCTION
It seems paramount that before entering into detailed discussions on inventorship and

patentability, there should be a discussion of two key issues:

1) An overview and understanding of the capabilities of state-of-the-art Al tools

This is particularly important for those policy makers who might not be sufficiently acquainted
with state-of-the-art Al technology. The topic should not only cover current capabilities of
specialized Al tools in some industry sectors, but also an outlook on future trends and
possibilities. Without such a factual introduction, a discussion may run the risk of going astray

as misunderstandings could be omnipresent.

Key questions in this regard could be:

- Can Al generate an invention autonomously (without being given a problem by a human)?

- Can Al find a new technical solution to a problem posed by a human?

- Can Al make an inventive contribution to an invention (i.e., qualify as co-inventor if it were
a human)?

- Can Al only assist humans in making inventions, without qualifying as co-inventor if it were

a human?

Most of these questions are addressed below, but we suggest that the discussion begin with

this understanding.

Inventions that utilize Al should be considered separately from inventions that are developed

using Al. A third category is inventions that relate to Al as such.

Inventions that utilize Al typically begin with an objective within an application. An inventive

system that utilizes Al typically includes a data set (provided or built by the system) related to
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the application, an Al algorithm that is trained on the data set, the policies or weights that
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allow inferences or decisions to be made to generate a result, the application (in which the
result is used), a feedback loop to improve the Al algorithm, and an interface to continually
build the data set. In this connection it should be noted that many inventions in this category
do not utilise true Al, but rather machine-learning techniques such as classifier algorithms and

neural networks.

Inventions that are developed using Al may include a standard or known Al system, or a new
Al system that is adapted for conducting an analysis to solve a particular problem. The Al
system being used may be like that described above. However, an invention that is developed
using Al uses the Al system as a tool that results in an identification or result that is considered
inventive of itself. For example, using an Al system to evaluate billions of combinations in a
way that a human could not, may result in an identification that might have been unattainable

using only human power.

Inventions that relate to Al as such consist in innovations in Al techniques themselves,

including machine-learning techniques, as mentioned above, i.e. better Al.

Following this, it is important to clarify:

II) Do we want patent protection for CGls?

Although such a discussion might find more differentiated answers under issues like
patentability, it should still be made clear from the start, whether protection is generally
deemed adequate on not for principle grounds. A discussion of Al as an inventor can
meaningfully only be conducted if the underlying assumption whether protection is denied

for principle grounds or not has been clarified.

Key questions in this regard could be:

- Should there be patent protection for autonomously generated CGls?

- Should there be patent protection in a situation where a human posed the problem and an
Al found the technical solution?

- If the Al should be regarded as a tool, does it make a difference if the tool is proprietary or

publicly available to skilled persons?
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- Should there be patent protection in a situation where an Al would qualify as co-inventor in
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the case it where human?
- Are there any new forms of intellectual property protections that are needed for Al

inventions, such as data protection?

Only if the two above key issues have been answered in the positive can the following

discussion on inventorship make sense.

1. What role can/does the patent system play in encouraging the development and use of
Al technologies?

Generally, patents shall be granted for any inventions, in all fields of technology, provided that
they are new, involve an inventive step and are susceptible of industrial application. Hence,
the patent system directly encourages the development of Al technologies, including Cllis, Al
inventions and CGls. Use of Al technologies, for example as a tool, may contribute to the
development of inventions in other fields of technology and is hence the patent system

indirectly encourages the use of Al technologies.

2. Can current Al systems devise inventions? Particularly:
(a) to what extent is Al a tool for human inventors to use?
Al is already a tool for human inventors to use, with adoption to differing extents in all fields

of technology.

(b) could the Al developer, the user of the Al, or the person who constructs the datasets on
which Al is trained, claim inventorship?

Potentially.

Generally, the inventor is the deviser of the inventive concept of the claimed subject matter.
However, it is the inventive concept of the granted and valid claims subject matter that is
deterministic. Any natural person may claim inventorship but only the natural person who
devised the inventive concept thus has a right to be mentioned as an inventor. In this regard,
the Al developer, the user of the Al and the person who constructs the datasets on which Al
is trained have analogues in all other fields of technology and thus no special treatment is

required. Hence, the Al developer, the user of the Al, or the person who constructs the
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datasets on which Al is trained may claim inventorship and have the right to be mentioned as
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an inventor if they devised the inventive concept.

A natural person involved in the conception and reduction to practice of an Al invention can
contribute in several ways. For instance, the person may design a new way of gathering or
specifying data and building a data set that enables a better result. The person may also design
a new algorithm or adapt an existing algorithm to utilize the data set in a new way or to
combine the results of both Al and non-Al components of a system to achieve a unique result.
The person may also find a unique way to apply Al to leverage the data, inputs and outputs in
a system to achieve a unique objective within a specific application. In other words, the person
may conceive of a hitherto unrecognised, unobvious technical problem which Al can be

deployed to solve.

For example, the person may design a method to gather data from different sources, format
that data and assemble it in a normalized data set for the Al algorithm. The person may, for
example, design a new classifier or model that when applied in an Al algorithm provides
greater accuracy. The person may, for example, assemble multiple parallel Al algorithms to

obtain multiple inferences to find an average that is applied within an application.

(c) are there situations when a human inventor cannot be identified?

No.

Generally, to identify an inventor, the inventive concept of the claimed subject matter must
firstly be identified, or if that cannot be readily done, construed. The inventor is the person
who devised the inventive concept. Devising is an intellectual activity and thus the inventor is
a natural person.

How can a machine ‘devise’ something? Further, even in the case where Al is simply used as
a tool to discern unpredicted or unexpected but useful patterns in large data-sets that are
unavailable to a human being, the question of devising the inventive concept is outside of the

Al.

3. Should patent law allow Al to be identified as the sole or joint inventor?
No.
The basic principle of the patent system is to that patents are granted to natural persons as

rewards for inventive contributions of benefit to society. Inherent in the patent system is the



The British Association of The International
Federation of Intellectual Property Attorneys \"’,

FICPI-UK 21>
=)

requirement for the inventors to be natural persons. Variation of this requirement demands
a review of the basic principle of the patent system and in turn, the more general principle of
ownership of property. Thus, patent law should not allow Al to be identified as the sole or
joint inventor.

In any event, until Al is capable of inventing without being assisted or guided by a natural
person (i.e. ‘true Al’), both Al inventions and inventions using Al require at least one natural
person to be named as an inventor and should not require that the Al be named. That is,
within the current state of the art, the Al being used should be considered a ‘tool’ in the
inventing process. That being said, it is unclear if an Al entity owned by one company (e.g., a
third party Al system or service) that is used by a person employed by another company (i.e.,
an inventor using the third party Al system or service) to invent something should affect the

ownership of the underlying invention, unless that Al entity is acting as more than a tool.

4. If Al cannot be credited as inventor, will this discourage future inventions being protected
by patents? Would this impact on innovation developed using Al? Would there be an impact
if inventions were kept confidential rather than made public through the patent system?
No.

Natural persons will continue to be named as inventors, since this is the requirement while
also beyond the limit of the current state of the art in Al.

Development of innovation using Al is not relevant since the Al is merely a tool and hence
inventorship is not at question.

The decision to keep an invention confidential is unlikely to be determined by inventorship.

Rather, such a decision may be commercial or in view of patentability of the invention.

5. Is there a moral case for recognising Al as an inventor in a patent?
No. Questions of morality may not be answered in respect of a machine. Hence, there is no

moral case for recognising Al as an inventor in a patent.

6. If Al was named as sole or joint inventor of a patented invention, who or what should be
entitled to own the patent?

If, somehow in view of (3), Al were named as sole or joint inventor of a patented invention,
the proprietor is the natural or legal person who made the necessary arrangements for the

devising of the invention by the Al.
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7. Does current law or practice cause problems for the grant of patents for Al inventions in
the UK?

Yes. Grant of patents for Clls in the UK is already prejudiced by current practice at the UK IPO,
in view of the case law, such that grant of patents for ClIs for the UK is more preferably
achieved via the EPO. Grant of patents for Al inventions (Clls, Al inventions or CGls) is

prejudiced to at least the same extent.

8. Could there be patentability issues in the future as Al technology develops?

No.

Patentability is codified: grant of a patent for an invention requires that the invention is new,
involves an inventive step, is capable of industrial application and that grant of a patent is not

excluded. Development of Al technology cannot change these requirements.

Nevertheless, development of Al technology may affect assessment of whether the invention

is new and/or involves an inventive step by identifying more relevant prior art, for example.

9. How difficult do the list of excluded categories in UK law make it to secure patent
protection for Al inventions? Where should be the line be drawn here to best stimulate
innovation?

The difficulty is not with the list of excluded categories but instead with the interpretation
thereof in the case law and hence current practice at the UK IPO. Stimulating innovation
requires the establishment of new case law and hence practice that affords protection to Clls

generally and Al inventions (Clls, Al inventions or CGls) specifically.

10. Do restrictions on the availability of patent rights cause problems for ethical oversight
of Al inventions?

Publication of applications relating to Al inventions simultaneously allows for oversight of the
Al inventions but also informs the public. Working of the Al inventions by the public may be

without oversight.

11. Does the requirement for a patent to provide sufficient detail to allow a skilled person

to perform an invention pose problems for Al inventions?
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No.

The requirement of sufficiency of disclosure applies equally in all fields of technology.
Whether an invention is sufficiently disclosed depends on the facts particular to the field of
technology for the invention and assessment is made based on established case law and/or
practice. However, for inventions relating to Al, such case law and/or practice has as yet to

be established and hence this poses problems for such inventions.

Nevertheless, Al inventions are unique in that they typically operate in systems that process
massive amounts of data and apply complex mathematical concepts. It is not particularly
settled how much of the data set should be disclosed (or can be disclosed due to privacy
concerns), how much detail of the actual algorithm(s) should be disclosed (e.g., when many
Al algorithms are considered “black boxes”), or how many examples of the results should be
disclosed. Moreover, since many Al systems adapt, change and evolve as more and more data
is fed into the system, the patent system is unable to account for these changes when the
disclosure is a snapshot of the system at the time you file the application. Patent authorities
should consider whether data deposits or post-filing data could or should become a part of
patent applications for Al inventions. As a minimum, sufficiency requirements should be met
where the specification enables those skilled in the art to reconstruct their own version of the
data set, although in these circumstances there is a relationship between the extent to which
a data-set is defined and the reproducibility and therefore allowability of the claimed subject-
matter. As an aside, FICPI perceives there may be a need for a new form of protection for data
that facilitates data disclosure and sharing whilst preserving its intrinsic value to its creator.

Patent applications for Al inventions should be treated for enablement like other inventions.
To the question of unpredictability, like with other inventions, those drafting patent
applications related to Al should ensure that the specification describes how to make and use
the Al invention to the extent that a person skilled in the art can replicate a system that has
the ability to generate such unpredictable results. The unpredictable results could themselves
be an invention, but that should be considered a separate invention requiring a separate
specification that demonstrates an inventive aspect in the previously unpredicted result. As
mentioned in our previous answer, unpredictable results cannot form the basis for a granted
claim that relies on a definitive result as such, but may nevertheless support claims to a

method for generating a result.
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Finally, it should be noted that Al inventions can differ greatly as to where in the system is the
point of invention and there is no simple answer to how best to comply with the enablement

requirement.

12. In the future could there be reasons for the law to provide sufficient detail of an Al
invention for societal reasons that go beyond the current purposes of patent law?

No.

Al is no different from other fields of technology and there are no reasons for the law to
provide sufficient detail of inventions in other fields of technology, for example biotechnology,

for societal reasons that go beyond the current purposes of patent law.

13. Does or will Al challenge the level of inventive step required to obtain a patent? If yes,
can this challenge be accommodated by current patent law?

No.

The level of inventive step required to obtain a patent is based on established case law. This
level of inventive step is agnostic of the field of technology. Hence, Al does not and will not
challenge the level of inventive step required to obtain a patent — unless established case law

applicable to all fields of technology is involved.

14. Should we extend the concept of “the person skilled in the art” to “the machine trained
in the art”?
No.

Since the inventor is a natural person, the person skilled in the art is unchanged.

15. Who is liable when Al infringes a patent, particularly when this action could not have
been predicted by a human?

Analogous to the proprietor being the natural or legal person who made the necessary
arrangements for the devising of an invention by Al, the infringer is the natural or legal person

who made the necessary arrangements for performing an infringing act.

16. Could there be problems proving patent infringement by Al? If yes, can you estimate the
size and the impacts of the problem?

No Response Provided.
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Further information

If the UK IPO would like to discuss our comments, they should either contact the
undersigned or:

30 November 2020
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